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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. iiL1 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). \ 

Status ^ 

1 )^ Responsive to communication(s) filed on 18 November 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim(s) 1-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1625 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-33 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is not clear what applicants' regard as their invention. The claims as 
presently recited, particularly claims 1 and 19 appear to recite in the case of claim 
1 a method and in the case of claim 19 a compound, involving reacting an amine 
containing compound with crown ether and with an acid, metal or diazo. Or the 
claim recites, an amine containing group with a crown ether which crown ether 
also contains an acid, metal or diazo group. Clarification and/or amendment is 
needed. 

Applicants' comments have been noted and considered however it is still not 
clear from the claims as presently recited what applicants regard as the invention. 
Is it applicants intent to claim a second compound, which compound is a crown 
ether, which crown ether also contains a acid, metal or diazo moiety. Or, does 
applicants intent to claim a second compound, which compound is a crown ether, 
along with another compound, which other compound has acidic, transition metal 
binding "and" diazo groups. Or, does applicants intent to claim a second 
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compound, which compound is a crown ether, along with another compound, 
which other compound has acidic, transition metal binding "or" diazo groups. 

Claims 1-33 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Amine containing compounds, crown ether, pages 5-6 [0021] acidic groups, 
page 6 [0025]transition binding groups, page 7 [0029] and diazo groups, page 6 
[0023] are all indefinite. Further, it cannot be determined how acidic the acidic 
groups are. There is, for example, no indication as to how the level of acidity is 
measured. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such fall, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1-33 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for using benzoic acid, ethylenediamine, 
propylenedinmine, butanediamine, hexamethylenediamine, NyN- 
dimethylethylenediaine, diethylenetrinmine, dipropylenetriamine, 
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triethylenetetrmnine, tetramethylethylenediamine, N,N-dimethylpropylenediamine, 
N,N,N'- trimethylethylenediamine, N,N 3 N ? ,Nd-tetrmethyl-l,3-proprediamine, 
hexamethylenetetramine, diazabicyclononane, sparteine, phenantroline, 2,2 f - 
bipyridine and neocuproine transition metal binding groups, diazo groups and 
compounds 1-5, does not reasonably provide enablement for using all eight 
radicals listed in claim 4. The specification does not enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to make or 
use the invention commensurate in scope with these claims. There is insufficient 
disclosure of starting materials that would place such a diverse genus of 
compounds in possession of the public in the event of a patent grant. In addition, 
there is no reasonable assurance that such an alleged genus of compounds would 
possess all of the alleged properties for use. See In re Fouche 169 USPQ 429 
((CCPA 1971)). Quite clearly, more than routine experimentation would be 
required to place the claimed compounds, compositions and methods of use in 
possession of the public in the event of a patent grant. See In re Armbruster, 185 
USPQ 152 (CCPA 1975). 

Claims 1-33 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter that was not described in the specification in such a way to convey 
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reasonably to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The issue 
concerning the meaning of phrases "amine containing compounds, crown ether, 
acidic groups, transition binding groups and diazo groups are discussed above." 
Claims 1-33 do not contain a complete generic formula. 

According to the MPEP §2163 I. A. "the issue of a lack of adequate written 
description may arise even for an original claim when an aspect of the claimed 
invention has not been described with sufficient particularity such that one skilled 
in the art would recognize that the applicant had possession of the claimed 
invention. The claimed invention as a whole may not be adequately described if 
the claims require an essential or critical feature which is not adequately described 
in the specification and which is not conventional in the art or known to one of 
ordinary skill in the art." The MPEP states in §2163 II 3 ii) "The written 
description requirement for a claimed genus may be satisfied through sufficient 
description of a representative number of species by actual reduction to practice 
(see i)(A), above), reduction to drawings (see i)(B), above), or by disclosure of 
relevant, identifying characteristics, i.e., structure or other physical and/or 
chemical properties, by functional characteristics coupled with a known or 
disclosed correlation between function and structure, or by a combination of such 
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identifying characteristics, sufficient to show the applicant was in possession of the 
claimed genus (see i)(C), above). See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 
1406." 

The Court of Appeals for the Federal Circuit held in University of California 
v. Eli Lilly and Co. 43 USPQ2d 1398 at 1406. "[a] written description of an 
invention involving a chemical genus, like a description of a chemical species, 
"requires a precise definition, such as by structure, formula, [or] chemical name, 
"of the claimed subject matter sufficient to distinguish it from other materials. In 
re Smythe, 480 F.2d 1376, 1383, Fiers, 984 F.2d at 1171, 25 USPQ2d at 1606; In 
re Smythe, 480 F.2d 1376, 1383, 178 USPQ 279, 284-85 (CCPA 1973) ("In other 
cases, particularly but not necessarily, chemical cases, where there is 
unpredictability in performance of certain species or subcombinations other than 
those specifically enumerated, one skilled in the art may be found not to have been 
placed in possession of a genus. . . .")•" Applicants' functional definitions in the 
claimed formula simply lack the precision required by the Court of Appeals for the 
Federal Circuit. 

As discussed above the phrase "amine containing compounds, crown ether, 
acidic groups, transition binding groups and diazo groups are discussed above." is 



Application/Control Number: 10/782,373 
Art Unit: 1625 



Page 7 



not art recognized in organic chemistry. According to the MPEP §2163.02 
Standard for Determining Compliance With the Written Description Requirement, 

"The courts have described the essential question to be addressed in a description 
requirement issue in a variety of ways. An objective standard for determining 
compliance with the written description requirement is, "does the description 
clearly allow persons of ordinary skill in the art to recognize that he or she 
invented what is claimed". In re Gosteli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 
1618 (Fed. Cir. 1989). Under Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563- 
64, 19 USPQ2d 1111, 1117 (Fed. Cir. 1991), to satisfy the written description 
requirement, an applicant must convey with reasonable clarity to those skilled in 
the art that, as of the filing date sought, he or she was in possession of the 
invention, and that the invention, in that context, is whatever is now claimed. The 
test for sufficiency of support in a parent application is whether the disclosure of 
the application relied upon "reasonably conveys to the artisan that the inventor 
had possession at that time of the later claimed subject matter". Ralston Purina 
Co. v. Far-Mar-Co., Inc., 772 F.2d 1570, 1575, 227 USPQ 177, 179 (Fed. Cir. 
1985) (quoting In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. 
Cir. 1983))." 

Thus, one of ordinary skill in the art, who would use Applicants 1 
compounds, would not know what "Amine containing compounds, crown ether, 
acidic groups, transition binding groups and diazo groups". That one of ordinary 
skill would not have understood the inventor to be in possession of the claimed 
invention"at the time of filing. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (571) 272-0681 . The examiner can normally be reached on M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Thomas McKenzie at telephone number (571) 272-0681. 

The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




RKC 



